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INTRODUCTION

In 1985, a Federal District Court in Minnesota held that the pagination
in the West Publishing Company’s National Reporters System was
entitled to copyright protection. West Publishing Co., v. Mead Data
Central, Inc., 616 F. Supp. 1571 (D. Minn. 1985) (‘*“West I’’). As such,
the Court entered a temporary injunction preventing West’s competitor,
Mead Data Central [“MDC’’], from using the West page cites on their
Lexis computer research service. Id. at 1583.! The Eighth Circuit upheld
this ruling and the Supreme Court denied certiorari. West Publishing
Co. v. Mead Data Central, Inc., 799 F.2d 1219 (8th Cir. 1986) (‘‘West
II’), cert. denied, 479 U.S. 1070 (1987). However, subsequent to the
West decisions, the U. S. Supreme Court held in Feist Publications,
Inc. v Rural Telephone Service Co., Inc., 499 U.S. 340 (1991) that the
mere alphabetized compilation of names, with the corresponding towns
and telephone numbers in a white-page directory was so lacking in
originality that it did not qualify for copyright protection. In light of
the Feist decision, substantial doubt appears to be cast over the contin-
uing validity of the West cases. This article examines the ways in which
Feist has, at least in part, undermined the West holdings.

DISCUSSION

I. The Feist Decision

It is perhaps most useful to begin discussion of the effect of Feist

on the West cases with a brief analysis of the Feist decision itself. In
Copyright 1994 Carl J. Khalil

1 West conceded that use of cites to the first page of each case within its reporters was a fair

use. West I, 616 F. Supp. at 1579. At issue was the right of LEXIS to use a ‘‘star pagination”’
feature which can ““jump cite”’ to succeeding page numbers. Id. at 1574, 1579.
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Feist, the Supreme Court acknowledged that a compilation of facts is
generally subject to copyright. Feist Publications, Inc. v Rural Tele-
phone Service Co., Inc., 499 U.S. 340 (1991). However, the Court
stated ‘‘that a compilation is copyrightable only to the extent that it
features an original selection, coordination, or arrangement’’ of facts.
Id. at 360 (emphasis added). Most critically, the Court defined what it
meant by the term ‘‘original’’ as follows:

Original, as the term is used in copyright, means only that the work was indepen-
dently created by the author-(as opposed to copied from other works), and that it
possesses at least some minimal degree of creativity. . .. To be sure, the requisite
level of creativity is extremely low; even a slight amount will suffice.

Id. at 345 (emphasis added).

The Supreme Court arrived at the originality requirement in two
ways. First, the Court held that Article I, §8, cl 8, of the Constitution
contained an implicit requirement of originality. Feist, 499 U.S. at 346.
Such clause provides that ‘‘Congress shall have Power . .. To promote
the Progress of Science and useful Arts, by securing for limited Times
to Authors ... the exclusive Right to their respective Writings. ...”’
Relying upon older case authority, the Court emphasized that the ‘‘writ-
ings’’ of “‘authors’’ referred to original intellectual labor of a person
with ‘‘the creative component’’ being a critical part thereof. Feist, 499
U.S. at 346.

Second, the Court noted that the 1909 Copyright Act did not con-
tain an explicit ‘‘originality’’ requirement. Feist, 499 U.S. at 351. As
a result, lower court confusion ensued and the so-called ‘‘sweat of the
brow’’ doctrine emerged. Id. at 351-54. Under that doctrine, ‘‘copyright
was a reward for the hard work that went into compiling facts.’’ Id. at
352. But, the Supreme Court believed the ‘‘sweat of the brow’’ concept
to be untenable.

The ‘‘sweat of the brow’’ doctrine had numerous flaws, the most glaring being
that it extended copyright protection in a compilation beyond selection and arrange-
ment—the compiler’s original contributions—to the facts themselves. Under the
doctrine, the only defense to infringement was independent creation. ... ‘‘Sweat
of the brow’’ courts thereby eschewed the most fundamental axiom of copyright
law—that no one may copyright facts or ideas.

Id. at 353. When Congress decided to re-work the copyright statutes
in connection with the 1976 Copyright Act, the Copyright Office re-
ported that the lack of an explicit reference to ‘‘originality’’ in the
copyright statutes had lead to confusion. Id. at 354-55. Congress then
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responded with 17 U.S.C. §102 which granted copyright protection only
to “‘original works of authorship. . ..’ Feist, 499 U.S. at 355 (emphasis
added).

Thus, in light of these controlling legal standards, a factual com-

pilation such as a directory can qualify for copyright protection only if
it is “‘original.”’
Factual compilations ... may possess the requisite originality. The compilation
author typically chooses which facts to include, in what order to place them, and
how to arrange the collected data so that they may be used effectively by readers.
These choices as to selection and arrangement, so long as they are made indepen-
dently by the compiler and entail a minimal degree of creativity, are sufficiently
original that Congress may protect such compilations through the copyright laws.
... Thus, even a directory that contains absolutely no protectible written expres-
sion, only facts, meets the constitutional minimum for copyright protection if it
features an original selection or arrangement.

Id. at 348 (emphasis added).

Turning to the precise facts presented in Feist, the Court first em-
phasized that the ‘‘raw data’’ of names, towns, and telephone numbers
in the Rural Telephone’s white pages was not original and was not
copyrightable. Feist, 499 U.S. at 361. The question that then remained
was ‘“‘whether Rural selected, coordinated, or arranged these uncopy-
rightable factors in an original way.”’ Id. at 362.2 The Court held that
Rural did not. Id. First, on the issue of ‘‘selection,’’ the Court provided
the following rationale:

Rural’s selection of listing could not be more obvious: It publishes the most basic
information — name, town, and telephone number — about each person who
applies to it for telephone service. This is ‘‘selection’” of a sort, but it lacks the
modicum of creativity necessary to transform mere selection into copyrightable
expression. Rural expended sufficient effort to make the white pages directory
useful, but insufficient creativity to make it original.

Id. at 362. Further, the Court also apparently declined to find originality
of selection for the second apparent reason that Rural’s selection was
dictated by requirement of state law.

We note in passing that the selection featured in Rural’s white pages may also fail
the originality requirement for another reason. Feist points out that Rural did not
truly “‘select’’ to publish the names and telephone numbers of its subscribers;

2 Feist Publications apparently conceded ‘‘that Rural’s directory, considered as a whole, is
subject to a valid copyright because it contains some foreward text, as well as original material in
its yellow pages advertisements.”” Feist, 499 U.S. at 361.

HeinOnline -- 76 J. Pat. & Trademark Off. Soc'y 809 1994



810 Carl J. Khalil JPTOS

rather, it was required to do so by the Kansas Corporation Commission as part of
its monopoly franchise. ... Accordingly, one could plausibly conclude that this
selection was dictated by state law, not by Rural,

Id. at 363.
On the second issue, of ‘‘coordination and arrangement’’ of the
facts, the Court reasoned as follows:

The white pages do nothing more than list Rural’s subscribers in alphabetical order.
The arrangement may, technically speaking, owe its origin to Rural; no one disputes
that Rural undertook the task of alphabetizing the names itself. But there is nothing
remotely creative about arranging names alphabetically in a white pages directory.
It is an age-old practice, firmly rooted in tradition and so commonplace that it has
come to be expected as a matter of course.... It is not only unoriginal, it is
practically inevitable. This time-honored tradition does not possess the minimal
creative spark required by the Copyright Act and the Constitution.

Id. at 363. Finally, the Supreme Court noted, ‘‘Given that some works
must fail, we cannot imagine a more likely candidate. Indeed, were we
to hold that Rural’s white pages pass muster, it is hard to believe that
any collection of facts could fail.”’ Id. at 364.

Three points about Feist, as discussed above, are of particular
importance to the West Publishing/Lexis discussion to follow. First,
Feist squarely overturned the ‘‘sweat-of-the-brow’’ doctrine making
the issue of raw labor and effort in creating a work irrelevant. 499
U.S. at 349-56. In its place, the Supreme Court mandated a finding of
some originality, meaning some minimal degree of creativity. Id. at
345-47.

Second, Feist held that the selection of listings in question did not
satisfy the originality requirement. Rural simply made a listing for each
person who applied for telephone service. 499 U.S. at 362-63. Further,
such ‘‘selection’’ was mandated by state law and was therefore also
not likely to be original for that reason. Id. at 363.

And third, the coordination and arrangement of facts also did not
satisfy the originality requirement. 499 U.S. at 363. A mere alphabetical
listing of names, ‘‘an age-old practice’’ and ‘‘time-honored tradition,”’
was considered ‘‘unoriginal’’ and ‘‘practically inevitable.”’ Id.

II. The Effect of Feist on the West cases

With the holdings of Feist in mind, as outlined above, it becomes
clear why the West case decisions must now be in some doubt. In the
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district court’s West I opinion,® the Court.relied in substantial part upon
the fact that West Publishing expended considerable ‘‘labor,’” “‘effort,”’
and ‘‘enterprise’’ in preparing their reporters. West I, 616 F. Supp. at
1576-78. As a matter of fact, the Court referred to West’s “‘labor’’ at
least four times and their ‘‘effort’’ and ‘‘enterprise’’ at least once each.
Id. For example, the Court noted that West’s case arrangement involved
‘‘planning, labor, talent, and judgment on West’s part.”’ Id. at 1576
(emphasis added). West’s work is done not as a result of statutory
mandate but ‘‘of its own initiative expending considerable labor, talent,
and judgment in the process.”” Id. at 1577 (emphasis added). ‘“‘[T]he
arrangement and pagination of this public material reflects the skill,
discretion and effort of the person crafting the arrangement.”’ Id. (em-
phasis added). And finally, the Court commented, ‘“The West Publish-
ing Company’s arrangement is a significant work of skill and
enterprise. ...”” Id. at 1578 (emphasis added). But, Feist makes plain
that West’s efforts, labor and enterprise are simply no longer a relevant
consideration. Feist, 499 U.S. at 349-56.

Perhaps of even greater concern is the Eighth Circuit’s legal anal-
ysis in West I1.* The Eighth Circuit relied upon (1) perhaps the most
specious of authority, a telephone directory case clearly overturned by
the Feist decision; (2) a 1951 Second Circuit case that defined “‘orig-
inality’’ as ‘‘little more than a prohibition of actual copying;’’* (3) what
the Court deemed to be a trend in modern cases of requiring less and
less intellectual creativity; and (4) the considerable labor expenditure
of West publishing. Id. at 1223-6. Feist undermined each of these bases
for the Eighth Circuit holding.

First, as mentioned, the Eighth Circuit relied in part on their prior
holding in a white pages directory case, Hutchinson Telephone Co.,
Inc. v. Frontier Directory Co., 770 F.2d 128 (8th Cir. 1985), to support
their analysis in West II. The pertinent reliance is as follows:

The standard for ‘‘originality’’ is minimal. It is not necessary that the work be
novel or unique, but only that the work have its origin with the author—that it be
independently created. Hutchinson Telephone Co. v. Frontier Directory Co., 770
F.2d 128, 131 (8th Cir. 1985). Little more is involved in this requirement than ‘‘a

3 West Publishing Co. v. Mead Data Central, Inc., 616 F. Supp. 1571 (Dist. Ct. Minn. 1985).

4 West Publishing Co. v. Mead Data Central, Inc., 799 F.2d 1219 (8th Cir. 1986), cert. denied,
479 U.S. 1070 (1987). Interestingly, a bankruptcy judge, with substantial foresight, had commented
adversely on West II just 26 days before Feist was decided. He commented that the West IT
“‘decision is obviously on the fringe end of originality requirements.”” In re C Tek Software, 127
B. R. 501, 506 (Bankr. D.N.H. 1991).

5 Alfred Bell & Co. Ltd. v. Catalda Fine Arts, Inc., 191 F.2d 99, 103 (2d Cir. 1951).
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prohibition of actual copying.”’ Alfred Bell & Co. v. Catalda Fine Arts, 191 F.2d
99, 102-103 (2d. Cir. 1951)....

MDC also argues that the LEXIS Star Pagination Feature does not infringe West’s
copyright because its citations to page numbers in West reporters are merely state-
ments of pure fact. The flaw in this argument is that it does not distinguish between
isolated use of the factual aspects of a compilation or arrangement and wholesale
appropriation of the arrangement. . . . The names, addresses and phone numbers in
the telephone directory are “‘facts’’; though isolated use of these facts is not cop-
yright infringement, copying each and every listing is an infringement. See Hutch-
inson Telephone v. Frontier Directory, 770 F.2d 128 (8th Cir. 1985). Similarly,
MDC’s wholesale appropriation of West’s arrangement and pagination for a com-
petitive, commercial purpose is an infringement.

Id. at 1223, 1228 (footnote omitted).

A review of the Hutchinson case in light of Feist, makes abun-
dantly plain how this support for West II has been thoroughly repudi-
ated. Hutchinson involved a white page telephone directory which was
allegedly copied. Hutchinson, 770 F.2d at 129. The alleged infringer
had apparently argued, and the district court had accepted the argument,
that a white-page directory was not ‘‘an original work of authorship
within the meaning of the Copyright Act of 1976....”" Id. at 130. The
Eighth Circuit disagreed and in so doing relied upon premises directly
struck down in Feist. The Court stated, ‘‘The legislative history states
that the phrase ‘original works of authorship’ was intended to codify
without change the concept of ‘originality’ applied by the courts under
the prior copyright statute. . . . Originality under the prior construction
did not connote novelty or uniqueness but simply that the work be
independently created.”’ Hutchinson, 770 F.2d at 131 (emphasis added).

Additionally, Hutchinson implicitly approved of and relied upon
the ‘‘sweat of the brow’’ doctrine by insinuating that the level of effort
expended by Hutchinson Telephone Company in compiling their white
pages was sufficient for protection under that doctrine. Hutchinson, 770
F.2d at 131-32.

And lastly, Hutchinson opined that even though the white pages
at issue therein were compiled pursuant to state law, that fact was ir-
relevant to the question of copyrightability. Hutchinson, 770 F.2d at
132.

Of course, Feist overturned all three of these premises to the
Hutchinson case on essentially identical facts.
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The second weakness with West II, as mentioned above, is its
reliance on an older Second Circuit case, Alfred Bell & Co. Ltd. v.
Catalda Fine Arts, Inc., 191 F.2d 99 (2d Cir. 1951). See, West II, 799
F.2d at 1223. Alfred Bell laid down a definition for ‘‘originality’’
squarely overturned by Feist:

““Original”’ in reference to a copyrighted work means that the particular work
“‘owes its origin’’ to the ‘‘author’’.

All that is needed to satisfy both the Constitution and the statute is that the ‘‘au-
thor’” contributed something more than a ‘‘merely trivial’” variation, something
recognizably ‘‘his own.’’ Originality in this context ‘‘means little more than a
prohibition of actual copying.”’

Alfred Bell, 191 F.2d at 102-3 (footnotes omitted).®

Third, West II refused to follow a much earlier copyright case,
Banks Law Publishing Co. v. Lawyers’ Co-Operative Publishing Co.,
169 F. 386 (2nd Cir. 1909), appeal dismissed per stipulation, 223 U.S.
738 (1911), claiming that it was contrary to a ‘‘trend of modern cases’’
requiring less creativity for copyright protection. West II, 799 F.2d at
1226.7 In Banks, the Court held that the pagination of the official re-
porter’s compilation of Supreme Court opinions was not subject to cop-
yright protection and could be freely used by a competitor, Lawyers’
Co-Operative, as ‘‘star pagination’’ inserts in their reporter of Supreme
Court cases.

[T]o fittingly reproduce the decisions and opinions in volumes it is necessary to
supply pagings, together with an orderly arrangement of the cases. It is inconceiv-
able to me that to merely arrange the cases in sequence (though concededly the
reporter uses good judgment in so doing) and paging the volumes—things essential
to be done to produce the volumes—are features or characteristics of such impor-
tance as to entitle him to copyright protection of such details. In my estimation no
valid copyright for these elements or details alone can be secured to the official

6 As a matter of fact, West II itself was cited for this very principle less than one month before
Feist overturned the doctrine. See, Apple Computer, Inc. v. Microsoft Corp., 759 F. Supp. 1444,
1455 (N.D. Cal. 1991) (*“To fulfill the originality requirement, a work need only be independently
created by the author and embody a very modest amount of intellectual labor; novelty or uniqueness
is not essential.”) (citing to West II).

7 Interestingly, when West I claimed the existence of a ‘‘modern trend’’ requiring less creativity,
West II, 799 F.2d at 1226, the Second Circuit itself, the original formulator of the ‘‘sweat of the
brow”” doctrine which moved away from such a creativity requirement, see, e.g. Hutchinson Tel-
ephone, 770 F.2d at 131, had already repudiated the ‘‘sweat of the brow”’ concept. Feist, 499 U.S.
at 360.
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reporter. A different question would be presented if, for instance, infringement of
the headnotes, or syllabuses, index digest, synopses of arguments or statements of
the cases, or an abridgment thereof were claimed. . . .

Undoubtedly in some cases, where are involved labor, talent, judgment, the clas-
sification and disposition of subjects in a book entitle it to a copyright. But the
arrangement of law cases and the paging of the book may depend simply on the
will of the printer, of the reporter or publisher, or the order in which the cases
have been decided, or upon other accidental circumstances.

Banks, 169 F. at 390 (emphasis added) (internal quotations omit-
ted).®

Part of the reasoning expressed in Banks was also articulated by
the West II dissent. Judge Oliver, dissenting, explained,

The record in this case does not indicate in any way how or by whom West’s page
numbers are, in fact, created. West’s affidavits do not identify any person as the
“‘author’’ of any of the page numbers. The only thing the record in this case shows,
as I read it, is that West’s bound volumes carry the same volume numbers and the
same page numbers as West’s advance sheets. How those page numbers are as-
signed West’s advance sheets is a total mystery so far as the record is concerned.

Judicial notice may be taken of the fact that the original page numbers that appear
on a slip opinion submitted by a judge for publication never appear in any West
advance sheet. There is indeed substantial doubt whether those page numbers could
be considered part of the judge’s work of authorship. For the pagination of a
judge’s slip opinion is, at best, the work of a judge’s secretary or, in this day of
advanced technology, the work of the secretary’s word processor in electronic
response to the secretary’s punch of a button on a machine.

8 A later opinion from the Second Circuit also declined to find page numbers to be subject to
copyright. Eggers v. Sun Sales Corp., 263 F. 373 (2d Cir. 1920). At issue in Eggers was an alleged
infringing publication of General Pershing’s official report to the Secretary of War concerning the
World War I story of the American Army in France. Id. at 373-74.

However, part of West II's reasons for distinguishing Banks actually seem strengthened by Feist.
West IT stated,

We conclude that the ultimate rationale for the Banks decision was that while ... the official reporter could

copyright any material that was the product of his intellectual labor, because the reporter’s statutory duties

required case arrangement and pagination, these should not be considered the product of the reporter’s intel-
lectual lubor.

779 F.2d at 1225 (emphasis added). Likewise, as already discussed in the text, supra, Feist held
that the white page directory at issue therein was unoriginal and likely so, in part, because its
selection of which listings to include was dictated by state law. 499 U.S. at 363.
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Thus, the factual question in regard to how or by what process, electronic or oth-
erwise, West assigns a completely new set of page numbers to a judge’s slip opin-
ion is an open factual question that can only be determined on a trial of the merits.
It is my view that West’s probability of success on the merits simply cannot be
measured on a record that does not provide any information in regard to whether
West’s new advance sheet pagination, like a judge’s secretary’s original pagination
of his slip opinion, is nothing more than an electronic response to a direction given
a machine or whether, as a matter of fact, West’s new pagination may be consid-
ered an original work of authorship.

If, on the trial of the merits, it is established that West’s new page numbers are
assigned to a judge’s slip opinion by some automatic electronic process, it is
inconceivable to me that the public policy that denies all right of copyright to a
court opinion would nevertheless grant copyright to the page numbers of the vol-
ume in which such a court opinion is published.

West II, 799 F.2d 1219, 1237 (Oliver, J., concurring in part and dis-
senting in part) (footnotes omitted) (emphasis added).

And finally, as was true in West I, West II placed considerable
emphasis on the labor and effort expenditure of West Publishing. For
example, West II opined that the Supreme Court’s holding in Callaghan
v. Myers, 128 U.S. 617 (1888), supra, to the effect that the page num-
bers of certain of the official Illinois reports were not subject to cop-
yright, was partially premised upon the fact that the ‘‘pagination
[therein] involved little labor. . . > West II, 799 F.2d at 1224 (emphasis
added). Likewise, West II comments that West Publishing spent ‘‘con-
siderable labor, talent, and judgment ... and industry in compiling’’
their reports. Id. at 1226-27 (emphasis added). Feist, of course, makes
such labor efforts irrelevant. Feist, 499 U.S. at 349 (“‘It may seem
unfair that much of the fruit of the compiler’s labor may be used by
others without compensation’’).°

In light of these various weaknesses with the West opinions made
apparent by the Feist case, it can fairly be concluded that West I and
West II stand on soft ground and could be overruled upon a more recent
examination. However, not all of the underpinnings to the West cases
have been eroded.

9 See also, Victor Lalli Enterprises, Inc. v. Big Red Apple, Inc., 936 F.2d 671, 674 (2d Cir.
1991) (“‘[E]ffort alone, without originality, could not form the basis for copyright protection, a
position approved by the Supreme Court in Feist... Therefore, although Lalli engaged in a certain
degree of labor to compile his charts, his labor is irrelevant to the central question of whether his
work displayed some modicum of originality entitling it to copyright protection.”’ ).
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III. The West Remnants After Feist

In West I, the Court placed almost exclusive reliance upon the
Supreme Court’s opinion in Callaghan v. Myers, 128 U.S. 617 (1888).
West I, 616 F. Supp. at 1576. In Callaghan, the reporter of certain of
the Illinois Reports volumes sought to prevent copying of those reports.
The Supreme Court held that the reporter, while he could not claim a
copyright in the judge’s opinions, could claim a copyright in other
matters.

Such work of the reporter, which may be the lawful subject of copyright, compre-
hends also the order of arrangement of the cases, the division of the reports into
volumes, the numbering and paging of the volumes, the table of the cases cited in
the opinions, (where such table is made,) and the subdivision of the index into
appropriate, condensed titles, involving the distribution of the subjects of the var-
ious headnotes, and cross-references, where such exist.

Callaghan, 128 U.S. at 649 (emphasis added) (quoted in West I, 616
F. Supp. at 1576)1

But, West I fairly noted as the West II dissent emphasized, that the
Callaghan opinion could not be cited as standing for the proposition
that pagination in all cases is subject to copyright. The District Court
observed,

It is clear the Supreme Court found that under appropriate circumstances pagination
and arrangement ascend to a level appropriate for copyright protection. If the ar-
rangement of cases and the paging of the book depend simply on the will of the
printer, or the order in which the cases have been decided, or upon other accidental
circumstances, they of course are not subject to copyright protection because they
then involve no labor, talent, or judgment. Callaghan, 128 U.S. at 661, 662. ...

West II, 616 F. Supp. at 1576 (emphasis added).

The second fact particularly noted by the West opinions, the im-
portance of which appears to perhaps at least partially survive Feist, is
that West Publishing does not merely take opinions and automatically
or randomly order them into books. The District Court explains the
process through which West Publishing goes as follows:

West collects cases from every state and federal court in this country. West does
not then simply take any cases it has on hand, put them together in any order, and
bind in a hardback volume. They first separate state court decisions from federal

10 Yet, in another opinion, the Supreme Court made no mention of pagination as a copyrightable
element of an official reporter’s work. Banks v. Manchester, 128 U.S. 244, 250 (1888) (Holding
that copyright ““protect[s] only the work of the reporter, namely their indexes, the tables of cases,
and the statements of points made and authorities cited by counsel.””).
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court decisions. The state court decisions are further subdivided into regions and
placed in a regional reporter appropriate for the case in question. The federal de-
cisions are divided at the district court and appellate court level. District court
decisions are further subdivided according to the subject matter of the decision be
that bankruptcy, federal rules, or other miscellaneous matter. This comprehensive
process involves considerable planning, labor, talent and judgment on West’s part.

West I, 616 F. Supp. at 1576.

While the above facts may be essentially true, two weaknesses
appear with them. First, West I appears to overstate the factual reality.
Does West Publishing really ‘‘separate’’ state from federal decisions,
and then further ‘‘subdivide’’ federal decisions at the district court and
the appellate court level? One would imagine that the opinions arrive
already ‘‘separated’’ since they originate from separate courts. Further,
it is hard to imagine a more rote and less creative process.

Second, the legal conclusion reached as a result of the factual
observation seems to involve a substantial leap. Somehow, West Pub-
lishing’s creativity in organizing and dividing opinions, as West I em-
phasizes, then leads to copyright protection in the ensuing page
numbers. However, nowhere in West I or West II is there any mention
of any equal creativity or judgment expended in assigning page num-
bers. As the West II dissent points out, as already discussed, the page
numbers may be assigned without any creativity or judgment at all
though the use of a mechanical or electronic process.

The courts in both West I and West II seem to acknowledge this
problem and offer a way around it. In West I, MDC argued ‘that the
pagination of West’s volumes is simply a succession of arabic numer-
als, in serial order commencing with ‘1’ and continuing through a
book.”” West I, 616 F. Supp at 1579. But, West I had an answer to
MDC’s argument:

Once one has access to the MDC data base, using the LEXIS keyboard, one has
the full text of the opinion. Once one has the jump cite, one has access to the
copyright-protected overall arrangement as delineated by West Publishing Com-

pany.
With immediate access to the jump cite, there is instant access to West’s whole

arrangement; you never again need to purchase West’s books in the marketplace
to get each and every aspect of West’s copyrighted arrangement of cases....
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[T]his is not just a series of numbers each rising by one over its predecessor, it is
the basis of the West arrangement—the key to the self-index by which West’s
arrangement is accessed.... The sophistry is apparent when one considers that just
as one cannot copyright the arabic number, so one cannot copyright the Latin
alphabet or the English language. If MDC’s argument were to be taken seriously,
West’s headnotes and case synopses would be susceptible to MDC’s computers,
too. They are all composed of Latin letters and words in the English language.

Id.

This rebuttal provided in West I seems to overlook a point later
made by the Court in Feist when it stated that an alphabetical list of
names is not original. If an alphabetical list of names is not original,
an ascending ordering of numbers, as in West’s reporters, seems to
suffer the same defect. On the other hand, the word order arrangement
of the West headnotes and case synopses is very original. The words
in those instances are not arranged in any ‘‘age old’’ or ‘‘practically
inevitable manner,’’ Feist, 499 U.S. at 363, as would be true of names
in alphabetical order or numbers arranged in ascending numerical order.
Hence, West I's argument to the effect that an analogy exists between
numbers in ascending ‘‘age old’’ order and letters in creatively phrased
sentences is unpersuasive. A far fairer analogy would be between num-
bers in ascending order and letters solely in alphabetical order. Of
course, such an ordering of letters is not copyrightable, Feist, 499 U.S.
at 363, and so by analogy, such an ordering of numbers would also not
be copyrightable.

Likewise, the West II majority seems to note the problem with
extending copyright protection to page numbers when only the opinions
are perhaps selected and arranged in a creative manner.

In the end, MDC'’s position must stand or fall on its insistence that all West seeks
to protect is numbers on pages. If this is a correct characterization, MDC wins:
two always comes after one, and no one can copyright the mere sequence of Arabic
numbers. As MDC points out, the specific goal of this suit is to protect some of
West’s page numbers, those occurring within the body of individual court opinions.
But protection for the numbers is not sought for their own sake. It is sought, rather,
because access to these particular numbers—the “‘jump cites”’—would give users
of LEXIS a large part of what West has spent so much labor and industry in
compiling, and would pro tanto reduce anyone’s need to buy West’s books. The
key to this case, then, is not whether numbers are copyrightable, but whether the
copyright on the books as a whole is infringed by the unauthorized appropriation
of these particular numbers.

West II, 799 F.2d at 1227 (emphasis added).
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But, West II also put forward an answer to the dilemna:

[T]he copyright we recognize here is in West’s arrangement, not in its numbering
system; MDC’s use of West’s page numbers is problematic because it infringes
West’s copyrighted arrangement, not because the numbers themselves are copy-
righted.

MDC also argues that the LEXIS Star Pagination Feature does not infringe West’s
copyright because its citations to page numbers in West reporters are merely state-
ments of pure fact. The flaw in this argument is that it does not distinguish between
isolated use of the factual aspects of a compilation or arrangement and wholesale
appropriation of the arrangement. Isolated instances of minor infringements, when
multiplied many times, become in the aggregate a major inroad on copyright that
must be prevented.... The names, addresses, and phone numbers in a telephone
directory are ‘‘facts’’; though isolated use of these facts is not copyright infringe-
ment, copying each and every listing is an infringement. See Hutchinson Telephone
v. Frontier Directory, 770 F.2d 128 (8th Cir. 1985). Similarly, MDC’s wholesale
appropriation of West’s arrangement and pagination for a competitive, commercial
purpose is an infringement.

West II, 799 F.2d at 1228 (footnote and internal quotations omitted)
(emphasis added).

At least in part, West II’s rebuttal is clearly no longer satisfactory.
Feist makes plain both that (1) a non-creative arrangement (such as
names in alphabetical order) simply is not copyrightable; and (2) mere
abundancy of such an arrangement through labor and effort, as is true
of a telephone directory white pages, does not somehow then make the
arrangement subject to copyright. Feist, 499 U.S. at 3450-62.

However, West II does persuasively observe that the ability to use
all of West’s page numbers does in fact lead to complete access over
the West arrangement of cases within each of West Publishing’s re-
porters. And, Feist did indeed make plain that a creative arrangement
of even pure facts is entitled to copyright protection. Feist, 499 U.S. at
348.

CONCLUSION

In reaching their holdings, the West case decisions relied heavily
upon premises squarely struck down by Feist, i.e., a copyright reward
for labor and effort, the copyrightability of a white pages directory, and
an incorrect definition of ‘‘originality.”” Further, the West cases make
a substantial leap when noting creativity in selection and arrangement
of cases and then concluding that the subsequent page numbers assigned
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to the pages of such cases are copyrightable. In fact, nowhere do the
West courts provide any information as to how such page numbers are
assigned. On the other hand, West Publishing is an unofficial publica-
tion and neither their case selection nor arrangement is dictated by state
law. If one can then accept the leap that because the page numbers in
effect unlock and reveal West Publishing’s original case selection and
arrangement, then the West cases do indeed survive the Feist decision.
Otherwise, Feist has struck a fatal blow to the premises underlying the
West holdings.
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